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DETAILED ACTION 
Response to Arguments 
1 . Applicant's arguments filed 09/08/06 has been fully considered but they are not 
persuasive. Upon further review and regarding claim 3, Os teaches an embodiment with 
a removable storage media. Applicant argues the removable storage media in Os stores 
scanner software, as opposed to digital image data. Col 5 Lines 47-58 teaches scanner 
software which determines if a document is present on the scan surface and generates 
raw scan data which is converted to a format supported by the target application and 
saved in a file format and mass storage location. 

Considering claim 4, Applicant argues Han does not teach that the keyboard is 
not disclosed ab being used for collecting information associated with the digital image. 
However, Col 2 Line 30-Col 3 Line 26 teaches of touch button panels that function to 
scan, copy, print, and fax the input image in to the input device. 

Regarding claim 7, Applicant argues that Han and Brennan are not combinable 
because Brennan discloses a barcode scanner, as opposed to a document or image 
scanner in Han. In response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, a 
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barcode scanner is combinable with a document or image scanner in tliat both devices 
are capable of reading images and like a flatbed scanner, it generally consist of a light 
source, a lens and photo conductor translating optical impulses into electrical ones. 

Considering claim 8, Applicant argues that Irons teaches away from combination 
with Han. In Col 12 Lines 6-17, Irons teaches of software as applicant claims, which 
used the docket number/file image file name. 

Regarding claim 10, Applicant states there in no motivation to combine 
Yamauchi's digital camera with Han's scanner. In response to applicant's argument that 
there is no suggestion to combine the references, the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, both devices are reasonable alternatives to image processing 
as is well known in the art. Examiner would like to also point applicant's attention to 
Yamauchi Col 42 Lines 1-11, which teach the limitation that applicant argues. 

For claim 27, Han teaches the purpose of the VGA monitor is to display images 
from the described embodiment. See Col 10 Lines 26-32. 

Lastly, claim 28, Han teaches an 8-button navigational control panel 406 that is 
and can be used as the modification input. Examiner would like to point the applicant's 
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attention to Col 1 1 Lines 42-48 and Col 12 Line 19-27, which teaches wherein the 
navigational button is used for cropping. 

Claim Rejections - 35 USC § 102 

2. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 4, 23,27-28,30 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Han (US 6,608,707). 

For claim 4, Han teaches a portable imaging system transportable by a user for 
scanning an image for later production of an image product, comprising: (a) first and 
second member movable between an open and closed position; (b) a scanning area 
disposed in either the first or second member and accessible when the system is in the 
open position for receiving and scanning the image to produced a digital image; (c) 
memory for storing the digital image; (d) a communication port adapted to transmit the 
digital image from the portable imaging system over a communications network to a 
device for later production of the image product from the digital image; and an input 
device adapted to collect information associated with the digital image, and wherein the 
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input device is a keyboard or a touch screen display (Figs 1-2; Col 3 Lines 43-60; Col 
11 Lines 11-15; Figs 6-12). 

Regarding claim 23, Han discloses a second, redundant, memory to provide 
backup storage of the digital image to ensure the digital image is not lost (Col 10 Lines 
1-11; Fig 3; References 52 or 58). 

For claim 27, Han teaches a portable imaging system transportable by a user for 
scanning an image for later production of an image product, comprising: (a) a first and 
second member movable between an open and closed position; (b) a scanning area 
disposed in either the first or second member and accessible when the system is in the 
open position for receiving and scanning the image to produce a digital image; (c) a 
memory for storing the digital image; (d) a communication port adapted to transmit the 
digital image from the portable imaging system over a communications network to a 
device for later production of the image product form the digital image; and a video input 
device for receiving one or more video clip relating to the digital image (VGA monitor; 
Figs 1-2,4; Col 3 Lines 43-60; Col 6 Lines 15-20; Col 11 Lines 11-15,45-49). 

Considering claim 28, Han discloses a portable imaging system transportable by 
a user for scanning an image for later production of an image product, comprising: (a) a 
first and second member movable between an open and closed position; (b) a scanning 
area disposed in either the first or second member and accessible when the system is 
in the open position for receiving and scanning the image to produce a digital image; (c) 
a memory for storing the digital image; (d) a communication port adapted to transmit the 
digital image from the portable imaging system over a communications network to a 
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device for later production of the image product from the digital image; and a 
modification input for zooming, cropping, or rotating the digital image before or after 
storage in memory (8 button navigational control panel 406; Col 3 Lines 43-60; Col 6 
Lines 15-20; Col 11 Lines 11-15,45-49). 

Regarding claim 30, Han teaches An imaging system, comprising: a portable 
imaging device transportable by a user for scanning an image for later production of an 
image product, comprising: (a) a first and second member movable between an open 
and closed position; (b) a scanning area disposed in either the first or second member 
and accessible when the system is in the open position for receiving and scanning the 
image to produce a digital image; (c) a memory for storing the digital image; (d) a 
communication port adapted to transmit the digital image from the portable imaging 
system over a communications network to a device for later production of the image 
product from the digital image; and a printer communicably connected to the portable 
imaging device (Printer port 220 Figs 1-2; Col 3 Lines 43-60; Col 1 1 Lines 11-15; Figs 
6-12). 

Claim Rejections - 35 USC § 103 

4, The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3,22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Han 
707 in view of Os (US 6,480.304). 
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For claim 3, Han discloses a portable imaging system transportable by a user for 
scanning an image for later production of an image product, comprising: (a) first and 
second member movable between an open and closed position; (b) a scanning area 
disposed in either the first or second member and accessible when the system is in the 
open position for receiving and scanning the image to produced a digital image; (c) 
memory for storing the digital image; (d) a communication port adapted to transmit the 
digital image from the portable imaging system over a communications network to a 
device for later production of the image product from the digital image; (Figs 1-2; Col 3 
Lines 43-60; Col 11 Lines 11-15). 

Han does not disclose expressly an image input device having an opening for 
receiving a removable digital image media to enable digital image input at said opening 
from said digital image media to the memory of the portable imaging system. 

Os discloses storing images from a portable media to a portable scanning device 
(Col 10 Lines 10-16). 

Han & Os are combinable because they are from the same field of endeavor, 
imaging systems. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Os with Han to store infomnation on any number of non- 
volatile memories. 

The suggestion/motivation for doing so would have been to be accessible to any 
computer readable media. 
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Therefore, it would have been obvious to combine Os with Han to obtain the 
invention as specified in claim 3. 

Regarding claim 22, Han discloses a second, redundant, memory to provide 
backup storage of the digital image to ensure the digital image is not lost (Col 10 Lines 
1-11; Fig 3; References 52 or 58). 

6, Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hans 707 
in view of Brennan (US 5,070,966). 

Han discloses a portable imaging system transportable by a user for scanning an 
image for later production of an image product, comprising: (a) first and second member 
movable between an open and closed position; (b) a scanning area disposed in either 
the first or second member and accessible when the system is in the open position for 
receiving and scanning the image to produced a digital image; (c) memory for storing 
the digital image; (d) a communication port adapted to transmit the digital image from 
the portable imaging system over a communications network to a device for later 
production of the image product from the digital image; (Figs 1-2,4; Col 3 Lines 43- 
60;Coll11 Liens 11-15). 

Han does not disclose expressly a display disposed in either the first or second 
member for displaying the digital image and for displaying advertisement information 
when the system is in the open position. 

Brennan discloses a scanner with a flat open for displaying of advertising or other 
information (Col 2 Lines 10-16). 
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Han & Brennan are combinable because they are from the same field of 
endeavor, scanners. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Brennan v\/ith Han to provide high visibility. 

The suggestion/motivation for doing so would have been to provide a significant 
area of high traffic, as taught by Brennan. 

Therefore, it would have been obvious to combine Brennan with Han to obtain 
the invention as specified in claim 7. 

7. Claims 8,25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Han 
707 in view of Irons (US 6,192,165). 

For claim 8, Han discloses a portable imaging system transportable by a user for 
scanning an image for later production of an image product, comprising: (a) first and 
second member movable between an open and closed position; (b) a scanning area 
disposed in either the first or second member and accessible when the system is in the 
open position for receiving and scanning the image to produced a digital image; (c) 
memory for storing the digital image; (d) a communication port adapted to transmit the 
digital image from the portable imaging system over a communications network to a 
device for later production of the image product from the digital image (Figs 1-2; Col 3 
Lines 43-60; Col 9 Lines 25-45; Col 12 Lines 6-8). 

Han does not disclose expressly software for tracking information associated with 
the digital image; and software for tracking information associated with the digital image, 
wherein the information is an image name or a scanning date. 
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Irons discloses wherein scanned names within a scanner are located by users a 
software which uses the docket number/image file name (Col 15 Lines 36-53). 

Han & Irons are combinable because they are from the same field of endeavor, 
an apparatus using digital images. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Irons with Han for such applications, such as digital filing. 

The suggestion/motivation for doing so would have been to implement third party 
scanning to implement digital filing to decrease cost, as taught by Irons. 

Therefore, it would have been obvious to combine Irons with Hans to obtain the 
invention as specified in claim 8. 

For claim 25, Han discloses a second, redundant, memory to provide backup 
storage of the digital image to ensure the digital image is not lost (Col 10 Lines 1-11; Fig 
3; References 52 or 58). 

8. Claims 10,12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Han 707 in view of Yamauchi et al (US 6,020,982). 

For claim 10, Han discloses a portable Imaging system transportable by a user 
for scanning an image for later production of an image product, comprising: (a) first and 
second member movable between an open and closed position; (b) a scanning area 
disposed in either the first or second member and accessible when the system is in the 
open position for receiving and scanning the image to produced a digital image; (c) 
memory for storing the digital image; (d) a communication port adapted to transmit the 
digital image from the portable imaging system over a communications network to a 
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device for later production of the Image product from the digital image (Col 6 Lines 15- 
20; Fig 9; Col 11 Lines 11-15). 

Han does not disclose expressly an audio input device for receiving audio 
information relating to the digital image. 

Yamauchi discloses an audio input device for receiving audio information relating 
to the digital image (Col 8 Lines 54-58). 

Han & Yamauchi are combinable because they are from the same field of 
endeavor, imaging system. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Han with Yamauchi to incorporate a recording media. 

The suggestion/motivation for doing so would have been from image playback. 

Therefore, it would have been obvious to combine Han with Yamauchi to obtain 
the invention as specified in claim 10. 

Regarding claim 12, Han discloses a second, redundant, memory to provide 
backup storage of the digital image to ensure the digital image is not lost (Col 10 Lines 
1-11; Fig 3; References 52 or 58). 

9. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Han 
707 in view of Butikofer et al (US 6,574,443). 

Han discloses a portable imaging system transportable by a user for scanning an 
image for later production of an image product, comprising: (a) first and second member 
movable between an open and closed position; (b) a scanning area disposed in either 
the first or second member and accessible when the system is in the open position for 
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receiving and scanning the image to produced a digital image; (c) memory for storing 
the digital image; (d) a communication port adapted to transmit the digital image from 
the portable imaging system over a communications network to a device for later 
production of the image product from the digital image (Col 6 Lines 15-20; Fig 9; Col 1 1 
Lines 11-15). 

Han does not disclose expressly a kiosk community connectable to the portable 
imaging device wherein the kiosk comprises a computer and a printing device. 

Butikofer discloses a kiosk community connectable to the portable imaging 
device wherein the kiosk comprises a computer and a printing device (Col 6 Lines 45- 
64). 

Han & Butikofer are combinable because they are from the same field of 
endeavor, image production. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Butikofer with Han. 

The suggestion/motivation for doing so would have been to provide a kiosk to 
produce customized images, as taught by Butikofer. 

Therefore, it would have been obvious to combine Butikofer with Han to obtain 
the invention as specified in claim 29. 


Allowable Subject Matter 

10. Claims 17,26 are allowed. 
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1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: Claims 17,26 are allowable over the prior art of record because the Examiner 
found neither prior art cited in its entirety, nor based on the prior art, found any 
motivation to combine any of the said prior art which teaches a modulated light source 
for illuminating the original image, said modulated light source functioning as a display 
when the portable image capture device is in the open position and also functioning as 
a light source for the scanning area when the portable image capture device is in the 
closed position, including all of the features recited therein. 

Conclusion 

1 2. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Heather D. Gibbs whose telephone number is 571-272- 
7404. The examiner can normally be reached on M-Thu 8AM-7PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on 571-272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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